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Detailed Action 

This application claims benefit of provisional application 60/432470, filed 
December 1 1 , 2002. Applicant's amendment, submitted September 1 , 2006, is 
acknowledged wherein claims 1-37, 41-49, and 53-60 are cancelled and new claims 61- 
72 are introduced. 

Claims 38-40, 50-52, 63-66, and 69-72 are pending in this application and examined on 
the merits herein. 

The reasons for allowance will be discussed below. 

The reasons for allowance and Examiner's Amendment are as follows: 
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Examiner's Amendment 

An examiner's amendment to the record appears below. Should the changes 
and/or additions be unacceptable to applicant, an amendment may be filed as provided 
by 37 CFR 1.312. To ensure consideration of such an amendment, it MUST be 
submitted no later than the payment of the issue fee. 

Claims 61 , 62, 67, 68 are cancelled. 

Authorization for this examiner's amendment was given in a telephone interview 
with Matthew Kelley on September 13, 2006. 

Additionally, the claims are renumbered as follows: 
Independent claims 38-40 are renumbered as 1-3. 
Independent claims 50-52 are renumbered as 4-6. 

Dependant claims 63-66 and 69-72 are renumbered and amended as follows: 

63. 7. The method of claim 39 2, wherein the composition comprises a 
pharmaceutical^ acceptable salt of the compound. 

64. 8. The method of claim 63 7, wherein the pharmaceutical^ acceptable salt 
comprises a sodium salt. 

65. 9, The method of claim 40 3, wherein the composition comprises a 
pharmaceutically acceptable salt of the compound. 

66. 10. The method of claim 66 9, wherein the pharmaceutically acceptable salt 
comprises a sodium salt. 
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§©. 1 1 The method of claim §4 5, wherein the composition comprises a 
pharmaceutically acceptable salt of the compound. 

70. 12. The method of claim §9 11_, wherein the pharmaceutically acceptable salt 
comprises a sodium salt. 

7-4. 13.The method of claim §2 6, wherein the composition comprises a 
pharmaceutically acceptable salt of the compound. 

72. 14. The method of claim 74 13, wherein the pharmaceutically acceptable salt 
comprises a sodium salt. 
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Reasons for Allowance 

Currently, claims 1-14, formerly numbered 38-40, 50-52, 63-66, and 69-72, are 
pending in this application. 

Claims 1-14, formerly numbered 38-40, 50-52, 63-66, and 69-72, have been 
examined on the merits herein. 

The claimed method of treating Parkinson's disease and essential tremor, is not 
seen to be taught or fairly suggested by the prior art, as discussed below. 

Applicant's amendments filed September 1 , 2006 with respect to the rejection of 
instant claims 1-7, 10-20, 23-28, and 53-57 under 35 USC § 1 12, first paragraph for 
lacking enablement for the treatment of disorders other than Parkinson's disease and 
essential tremor, have been fully considered and found to be persuasive to remove the 
rejection as the rejected claims are no longer pending. 

Applicant's amendments filed September 1 , 2006 with respect to the rejection of 
instant claims 1 , 2, 8, 14, 1 5, 21 , 27, 29, 30, and 53 under 35 USC § 1 02 for being 
anticipated by Sasso et al., have been fully considered and found to be persuasive to 
remove the rejection as the rejected claims are no longer pending. 

Applicant's amendments filed September 1 , 2006 with respect to the rejection of 
instant claims 12, 13, 25, 26, 36, and 37 under 35 USC § 103 for being obvious over 
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Sasso et al., have been fully considered and found to be persuasive to remove the 
rejection as the rejected claims are no longer pending. 

Applicant's amendments filed September 1 , 2006 with respect to the rejection of 
instant claims 1, 2, 9, 12-15, 22, 25-30, 36-37, 41, 42, 48, 49, and 54 under 35 USC § 
103 for being obvious over Curry, have been fully considered and found to be 
persuasive to remove the rejection as the rejected claims are no longer pending. 

Applicant's amendments filed September 1 , 2006 with respect to the objection to 
instant claims 31-35, 43-47, and 58 as being dependant on a rejected base claim, have 
been fully considered and found to be persuasive to remove the objection, as the 
objected claims are no longer pending. 

Reasons for allowance are as follows: The claimed methods of treating essential 
tremor and Parkinson's disease comprising administering a diphenylbarbituate 
compound as claimed by the aforementioned claims are seen to be novel and non- 
obvious over the prior art and are directed to subject matter adequately described and 
enabled by Applicant's specification. For example, written description and enablement 
are provided by the in vivo therapeutic method and experimental data disclosed on pp. 
28-31 of Applicant's specification. The specific structures claimed by the indicated 
claims are not known in the prior art to be useful for the treatment of movement 
disorders, and no methods of treating movement disorders by administering these 
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compounds have been disclosed in the prior art. The diphenyl- and mono-or di- 
methoxymethyl- derivatives of the disclosed structure, as well as all pharmaceutical^ 
acceptable salts of these structures, where applicable, are non-obvious over the prior 
art compounds known to be useful for treating movement disorders, such as 
phenobarbital. Therefore the indicated subject matter is allowable over the prior art 

Claims 61 , 62, 67, and 68 have been cancelled in the examiner's amendment set 
forth above. 

Accordingly, Applicant's amendment submitted September 1, 2006, and the 
accompanying examiner's amendment, are sufficient to remove all rejections made in 
the prior office action as discussed above and to place the application in condition for 
allowance. 

Any comments considered necessary by Applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled, "Comments on 
Statement of Reasons for Allowance." 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric S. Olson whose telephone number is 571-272- 
9051 . The examiner can normally be reached on Monday-Friday, 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shaojia Anna Jiang can be reached on (571 )272-0627. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



273-8300. 
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